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DETAILED ACTION 

1 . Claims 1-28 are pending. The preliminary amendment filed 4/26/05 has been 
entered. Note that, instant claim 28 is a "use of " claim, and for purposes of 
examination and restriction, it has been treated as a "method of use" claim. 
Additionally, with respect to instant claims 5-7 and 26, note that claims 5-7 recite 
"especially" and claim 26 recites "preferably" which merely indicate exemplary ranges 
and are not read as patentable limitations. It is suggested that Applicant cancel these 
clauses. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Election/Restrictions 
Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-27, drawn to an automatic dishwasher detergent formulation. 

Group II, claim(s) 28, drawn to a method of using a formulation in an automatic 
dishwasher. 

The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Claim 1 , at least, is 
anticipated by or obvious over WO02/088289. Consequently, the technical feature 
which links claims 1-28, an automatic dishwasher formulation containing a metal 
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complex compound and an enzyme, does not provide a contribution over the prior art, 
so unity of invention is lacking 

During a telephone conversation with Andrew Parfomak on February 20, 2008, a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-27. Affirmation of this election must be made by applicant in replying to this 
Office action. Claim 28 is withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
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are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-15 and 19-26 are rejected under 35 U.S.C. 102(e) as being anticipated 
by WO02/088289. 

'289 teaches the use of metal complex compounds with terpyridine ligands as 
oxidation catalysts. Note that, the Examiner maintains that '289 teaches the exact 
same metal complex compounds as recited by the instant claims. See page 1, lines 1-5 
and page 8, line 10 to page 10, line 30. The metal complex is preferably used together 
with peroxy compounds for the bleaching of spots or stains on textile material in the 
context of a washing process, the cleaning of hard surfaces, especially table-and 
kitchen-ware or glass, etc. See page 11, lines 20-30. More specifically, '289 teaches a 
washing, cleaning, disinfecting or bleaching agent containing 0 to 50% by weight of an 
anionic surfactant and/or of a nonionic surfactant, 0 to 70% by weight of a builder 
substance, 1 to 99% of a peroxide or a peroxide-forming substance and a metal 
complex compound of formula () in an amount which, in the liquor, gives a concentration 
of 0.5 to 50 mg/litre of liquor. See page 12, lines 20-30. The washing or cleaning agent 
can be in solid or liquid form. Se page 13, lines 20-25. Additionally, the cleaning 
agents may also include enzymes such as amylase, etc. See page 16, lines 1-10. '289 
discloses the claimed invention with sufficient specificity to constitute anticipation. 

Accordingly, the teachings of '289 anticipate the material limitations of the instant 
claims. 
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Claims 16-18 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO02/088289 as applied to claims 1 -1 5 and 1 9-26 above, and further in view of 
Pieroni et al (US 6,462,007) or Kischkel et al (US 2002/0055451). 

'289 is relied upon as set forth above. However, '289 does not teach the use of 
an encapsulated enzyme or a composition in tablet form as recited by the instant 
claims. 

Kischkel et al teach detergent tablets containing anionic, nonionic, and/or 
amphoteric surfactants, cationic polymers, phosphates, disintegrating agents, and 
optionally, layered silicates. See Abstract. Additionally, enzymes may be used in the 
compositions such as proteases, lipases, amylases, etc. See para. 71 . The enzymes 
may be adsorbed to supports and/or encapsulated in membrane materials to protect 
them against premature decomposition. Additionally, the enzymes contribute to the 
removal of particular stains. See para. 69-72. 

Pieroni et al teach a multi-layered detergent tablet comprising a core having first 
detergent active agent; a first encapsulating layer surrounding said core, having a 
second detergent active agent, a second encapsulating layer surrounding said first 
encapsulating layer, having a third detergent active agent and a disruption system; 
wherein disruption of said second encapsulating layer is such that at least 25% of said 
third detergent active agent is released prior to release of said second detergent active 
agent. See Abstract. Suitable core materials which may be encapsulated include 
enzymes, etc. See column 12, lines 45-69. Suitable enzymes include protease 
enzymes, amylase enzymes, etc. See column 31 , line 20 to column 33, line 25. 
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It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to use an encapsulated enzymes such as proteases in the 
composition taught by '289, with reasonable expectation of success, because Kischkel 
et al or Pieroni et al teach the use of encapsulated proteases in a similar composition 
which protects the enzymes against premature decomposition and further, '289 teaches 
the use of enzymes in general. 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to formulate the compositions as taught by '289 in the form of a 
tablet, with a reasonable expectation of success, because Kischkel et al or Pieroni et al 
teach a similar composition in tablet form and further, '289 teaches that the 
compositions may be formulated as solids in general which would encompass tablets. 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-27 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 43 of copending 
Application No. 10/520841 in view of Kischkel et al (US 2002/0055451). 

Claim 43 of 10/520841 encompasses all the material limitations of the instant 
claims except for the inclusion of an enzyme. 

Kischkel et al are relied upon as set forth above. 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to use an encapsulated enzyme in the composition as claimed by 
10/520841 , with a reasonable expectation of success, because Kischkel et al teach that 
the use of enzymes in a similar composition allows for enhanced removal of particular 
stains which would be desirable in the compositions as claimed by 10/520841 . 

This is a provisional obviousness-type double patenting rejection. 
Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Remaining references cited but not relied upon are considered 
to be cumulative to or less pertinent than those relied upon or discussed above. 

Applicant is reminded that any evidence to be presented in accordance with 37 
CFR 1 .131 or 1 .132 should be submitted before final rejection in order to be considered 
timely. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory R. Del Cotto whose telephone number is (571) 
272-1312. The examiner can normally be reached on Mon. thru Fri. from 8:30 AM to 
6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571) 272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gregory R. Del Cotto/ 
Primary Examiner, Art Unit 1796 

/G. R. D.I 
March 2, 2008 



